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Art Unit: 3722 

DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1-9 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

Claim 1, line 3, states ". . .a front surface facing. . .". Lines 4-5 state "said facing surface". 
It appears from the disclosure that the claimed "front surface facing. ..comprising a facing part 
and a grooving part" would be the front surface 15 as shown in figure 2. It is not clear from the 
disclosure how the claimed "side surfaces of said grooving part and said facing surface join 
through beveled surface portion". It appears the "said facing surface" should be "said facing 
part", but it is not clear. It is not clear how the "front surface facing" comprises a "facing part 
and a grooving part", and furthermore has separate "said side surfaces" for the "facing surface" 
and "grooving part". Clarification is required. 

Claims 2-9, it is not clear from the disclosure what the "~" symbol is representing in the 
ranges cited. It is not clear if the range is "inclusive", or is "approximately" the range claimed. 

Claims 4-6 have the limitation of a "surface roughness of 50 to 1000 mesh". It is not clear 
from the disclosure what is being claimed by the "mesh". 
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Claims 7-9 have the limitation of a "surface roughness of 200-300 mesh" for the 
grooving part on the front surface, side surfaces, and the bottom grooving surface. It is not clear 
from the disclosure what is being claimed by the "mesh". 

Examiner notes that surface roughness is usually measured in micrometers or micro 

inches. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1, line 4, recites the limitation "said side surfaces". There is insufficient 
antecedent basis for this limitation in the claim. It is not clear what applicant considers to be the 
"each of said side surfaces". 

Also, the last line of claim 1 appears to be grammatically incorrect. It appears the last 
phrase should read "though a beveled surface portion". 

Claims 4, 5 and 6 recite the limitation "said facing part bottom surface", line 3 and "said 
facing bottom surface", line 4. There is insufficient antecedent basis for these limitations in the 
claim. 

Claims 7, 8 and 9, see above claims 1 and 4-6. It is not clear what is being claimed by 
"said facing front surface" and "said bottom surface". It is also not clear what is being claimed 
by "said front faces" and "said facing front surfaces". It appears that Applicant should specify 
either "facing part" or "grooving part" with each surface claimed. 
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Claim 10-12, it is not clear what is being claimed by "said front surface". 

Claims 13-19, it appears that "said grooving" should be "said grooving part". 
Clarification is required. 

The above is not all-inclusive. Applicant is required to review all claims to ensure 
compliance with 35 USC 1 12. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1-3 and 19, as best understood, are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Pat. No. 5,975,812 (Friedman, hereafter '812). 

'812 teaches a cutting insert for simultaneously facing and grooving a target surface by 
moving in a forward direction defined parallel to the target surface (see figure 3, for example), 
the cutting insert 1 having a front face facing the forward direction and comprising a facing part 
(see area 23 A and 25 A of figure 3) and a grooving part (see area 22A of figure 3), wherein side 
surfaces of the grooving part and facing part join though a beveled flat surface part surface 
portion 26A, 27A (figure 3) or smoothly curved beveled surface (see figure 9). 

It is noted that '812 does not disclose the dimensions of the insert, and therefore does not 
expressly disclose a minimum radius of curvature of 0.05mm or the flat surface part making 30- 
60 degrees with a facing surface. 
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However, Figure 3 shows the beveled parts 27A and 26A at approximately 45 degrees, 
well within the claimed range of claim 3. 

Applicant has not claimed any relationship with the claimed dimension of the curved 
bevel to the size of the insert. Examiner takes official notice that it is well known in the art to 
have a radius of curvature greater than 0.05mm, depending on the size of the insert used, and as a 
minimum is a factor in deciding the size of the tool used in grooving as taught by '812. 

In the alternative, if Applicant does not agree that the radius of curvature of '812 meets 
the limitation of a minimum radius of curvature of 0.05mm, Applicant is referred to the below 35 
USC 103 rejection. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 2-18, as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over '812. 

'812 teaches all aspects of claim 1 and the limitation of beveled surface smoothly curved. 
c 812 is silent as to the exact range of dimensions of the tool. 

Regarding claim 2, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the generic dimensions of the insert as taught by '812 
to be of a size larger than that required for a minimum radius of curvature of the beveled curved 
surface of 0.05mm for the purpose of machining varying sized grooves depending on the 
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machining operation required at the time. The range of the dimension of the radius of curvature 
being 0.05mm or greater is of such a range that it has been held that where the general conditions 
of a claim are disclosed in the prior art, discovering the optimum or workable ranges involves 
only routine skill in the art. Furthermore, it is also noted that a modification of size would 
involve a mere change in the size of a component and a change in size is generally recognized as 
being within the level of ordinary skill in the art. It is further noted that there is nothing limiting 
the size of '812 to being of any size, including a large enough size wherein the radius of 
curvature has a "minimum radius of curvature of 0.05mm" for the machining operation required. 

Regarding claim 3, c 812 is silent as to the degree range of the flat surface parts making 
with the facing surface. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the generic dimensions of '812 to include a specific 
range of 30-60 degrees since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only routine skill 
in the art. 

Regarding claims 4-6, '812 is silent as to the dimensions of the insert. However, Figures 
3 and 9 of '812 show a relationship between the facing part width and grooving part depth that 
would provide for the meeting of the claimed range, depending on the size of the tool chosen. 
For example, though the dimensions are not disclosed, it can be seen that the range of 
dimensions of the insert taught by '812 includes a relationship between the width of the facing 
part and groove depth. Based on Figure 3, which Examiner notes is not necessarily drawn to 
scale, the width is approximately 6.0 cm, and groove depth is approximately 0.5cm. As can be 
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seen by the relationship of these dimensions, there is nothing limiting the structure of '812 
meeting the relationship dimensions claimed. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the generic dimensions of the insert as taught by '812 to be of a 
size wherein the width of the facing part is 0.2-50mm and the groove depth between 0. 1 -0.5mm 
for the purpose of machining varying sized grooves depending on the machining operation 
required at the time. The range of the dimension is of such a large range that Examiner notes it 
has been held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. Furthermore, it 
is also noted that a modification of size would involve a mere change in the size of a component 
and a change in size is generally recognized as being within the level of ordinary skill in the art. 
It is further noted that there is nothing limiting the size of £ 8 12 to being of any size, including a 
large enough size wherein the facing part width was 0.2-50mm and the groove depth of 0. 1- 

0. 5mm for the particular machining operation required. 

Regarding claims 7-9, '812 is silent as to the dimensions of the insert. However, figures 

1, 3, 5, 8 and 9, for example, show the incline that the facing front surface makes with the bottom 
surface. Though '812 does not disclose this angle, the angle of the facing front surface as shown 
in the drawings appears to make an angle greater than 10 degrees, and less than 90 degrees. This 
is also shown for the bottom grooving surface and the top rake angle based on the positioning of 
the tool with the workpiece. It is noted that the broad range of the angles claimed does not seem 
to provide any advantage, used for a particular purpose, or solve a stated problems. Applicant's 
ranges with '812's insert would have been obvious to one having ordinary skill in the art at the 
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time the invention was made, since it has been held where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only routine skill 
in the art. Furthermore, in this instance, Applicant's ranges cover the ranges found in 4 8 12. 

As to the front face having a maximum width of 0. 1-1 0mm, see above claim 4-6 
rejection. 

Regarding claims 10-12, '8 12 teaches the grooving part 22 A with a gradually decreasing 
width from the front surface whereby the side surfaces of the grooving part are not parallel, 
creating a side clearance angle (see figures 1, 2, 8). 

Regarding claims 13-18, '812 teaches the side surfaces of the grooving part 22 A with a 
tapered bottom portion. Figures 1-4 show the tapered bottom portion of the grooving part 22 A 
that appears to be less than 30 degrees. However, '812 does not expressly disclose the tapering 
angle less than 30 degrees and a height of less than 0.2mm. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the tapering angle less than 30 degrees and a height of less than 
0.2mm for the purpose of specific machining requirements using the grooving insert as taught by 
'812, since it has been held that where the general conditions of a claim are disclosed in the prior 
art, discovering the optimum or workable ranges involves only routine skill in the art. 
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Conclusion 


9. 


The prior art made of record and not relied upon is considered pertinent to applicant's 


disclosure. 


Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dana Ross whose telephone number is 571-272-4480. The 
examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley can be reached on 571-272-4502. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Dana Ross 
Examiner 
Art Unit 3722 
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